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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 2/26/08 
has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 2/26/08, and has been entered and 
made of record. Currently, claims 35-38 and 40-62 are pending. 

Response to Arguments 

3. Applicant's arguments with respect to claims 35-38 and 40-62 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Objections 

4. Claims are objected to because of the following informalities: 

Claim 42, line 8, "for controlling a" should be -- for controlling a user interface --; 
Claim 51 , line 7, "of the supply" should be - of the image supply --. 
Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 35 and 36 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims recite the limitation of "determining 
a presence/absence and comparative merits of . . . an operation controller for controlling 
a user interface of the recording system". The examiner finds no support in the 
Specification where it describes said assignment means determining a 
presence/absence and comparative merits of the operation controller for controlling a 
user interface. Paragraphs 98 and 104 (refer to the corresponding Patent Application 
Publication 2004/0046990) only describe the operation controller for receiving "Service 
807" and "Data list 805". The examiner respectfully requests the applicant to 
specifically point out how the presence/absence and comparative merits of the 
operation controller for controlling a user interface is determined by said assignment 
means. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 42-47, 49, 50, 55, 57 and 58 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Rissman U.S. Patent No. 6,552,743. 

With respect to claim 43, Rissman teaches a control method of a print system, 
in which an image supply device and a printing device directly communicate with each 
other via a communication interface (figs. 1 & 2), for transmitting image data to the 
recording device from the image supply device and printing the image data (col. 4, lines 
40-47), the method comprising the steps of: 

establishing a communication procedure between the image supply device and 
the printing device (communication links 18-23 in col. 4, lines 19-39); 

after the establishment of the communication procedure, assigning at least an 
operation controller for controlling a user interface of the print system (processor 50 
controlling display 32 in col. 5, lines 31-34); and 
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transmitting/receiving image data and a communication command between the 
image supply device and the printing device based on an assignment assigned in said 
assigning step, and performing a print operation by using the printing device based on 
the image data supplied from the image supply device (printing the selected images in 
col. 6, lines 31-39), 

wherein the image data is selected using the operation controller assigned in 
said assigning step (selecting images in col. 6, lines 22-30). 

With respect to claim 42, arguments analogous to those presented for claim 43, 
are applicable. 

With respect to claim 44, Rissman teaches a control method according to claim 
43, wherein the communication interface sets that the printing device is host and the 
image supply device is slave and said assigning step is implemented by the printing 
device (printer instructing the camera to transmit the images in col. 8, lines 26-35). 

With respect to claim 45, Rissman teaches a control method according to claim 
43, wherein the image supply device and the printing device can communicate using a 
plurality of communication methods, and the image supply device or the printing device 
has a dedicated protocol for each of the plurality of communication methods (note each 
interface uses different protocols in col. 8, lines 8-25). 

With respect to claim 46, Rissman teaches a control method according to claim 
45, wherein in said assigning step, an assignment of functions to the image supply 
device and the printing device differs in accordance with the communication method 
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between the image supply device and the printing device (note that assignment of 
interface differs in accordance with the communication method in col. 5, lines 60-65). 

With respect to claim 47, Rissman discloses a printing device for directly 
communicating with an image supply device via a communication interface (figs. 1 & 2) 
and for receiving image data from the image supply device to print the image data (col. 
4, lines 40-47), the printing device comprising: 

communication means for establishing a communication procedure with the 
image supply device (communication links 18-23 in col. 4, lines 19-39); 

assignment means for, after the establishment of the communication procedure, 
assigning at least an operation controller for controlling a user interface of the printing 
device (processor 50 controlling display 32 in col. 5, lines 31-34); and 

print control means for receiving the image data from the image supply device 
and printing the image data based on an assignment assigned by said assignment 
means (printing the selected images in col. 6, lines 31-39), 

wherein the image data is selected using the operation controller assigned by 
said assignment means (selecting images in col. 6, lines 22-30). 

With respect to claim 49, Rissman discloses a printing device according to 
claim 47, wherein the printing device can communicate using a plurality of 
communication methods, and an assignment of functions to the image supply device 
and the printing device differs in accordance with the communication method with the 
image supply device (note that assignment of interface differs in accordance with the 
communication method in col. 5, lines 60-65). 
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With respect to claim 50, Rissman discloses a printing device according to 
claim 47, wherein functions further include at least one of an image format supporting 
function, layout print function, date and file name print function, image correction 
function, fixed size print function, image clipping print function and print job format 
supporting function (col. 5, lines 35-40 & col. 6, lines 8-21). 

With respect to claim 55, arguments analogous to those presented for claim 47, 
are applicable. 

With respect to claim 57, arguments analogous to those presented for claim 49, 
are applicable. 

With respect to claim 58, arguments analogous to those presented for claim 50, 
are applicable. 

7. Claims 51 -54 and 59-62 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Kakigi et al. U.S. Patent No. 7,106,461 (hereinafter Kakigi). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 
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With respect to claim 51, Kakigi discloses an image supply device for directly 
communicating with a printing device via a communication interface and for transmitting 
image data to the printing device to print the image data (figs. 33-35), the image supply 
device comprising: 

communication means for establishing a communication procedure with the 
printing device (col. 43, lines 62-65); 

assignment means for, after the establishment of the communication procedure, 
assigning at least an operation controller for controlling a user interface of the supply 
device (displaying the information about the printer via the printer display 2 in figs. 34 & 
35); and 

print control means for transmitting image data to the printing device and causing 
the printing device to print based on an assignment assigned by said assignment 
means (col. 45, lines 3-7), 

wherein the image data is selected using the operation controller assigned by 
said assignment means (designating/selecting images in col. 41, liens 20-38). 

With respect to claim 52, Kakigi discloses an image supply device according to 
claim 51 , wherein said assignment means receives function information describing 
functions of the printing device after the establishment of the communication procedure, 
and assigns functions based on the received function information (col. 44, lines 37-47). 

With respect to claim 53, Kakigi discloses an image supply device according to 
claim 51 , wherein the image supply device can communicate using a plurality of 
communication methods, and an assignment of functions to the image supply device 
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and the printing device differs in accordance with the communication method with the 
printing device (note that assignment of interface differs in accordance with the 
communication method in col. 37, lines 26-33). 

With respect to claim 54, Kakigi discloses an image supply device according to 
claim 51 , wherein functions further include at least one of an image format supporting 
function, layout print function, date and file name print function, image correction 
function, fixed size print function, image clipping print function and print job format 
supporting function (col. 37, lines 53-66). 

With respect to claims 59-62, arguments analogous to those presented for 
claims 51-54, are applicable respectively. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 35-38, 40 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Breidenbach et al. U.S. Patent Application Publication No. 
2003/0084085 (hereinafter Breidenbach) in view of Tanaka et al. U.S. Patent 
Application Publication No. 2001/0048534 (hereinafter Tanaka). 

With respect to claim 36, Breidenbach teaches a control method of a recording 
system, in which an image supply device and a recording device directly communicate 
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with each other via a communication interface, for transmitting image data to the 
recording device from the image supply device and recording the image data, the 
method comprising the steps of: 

establishing a communication procedure between the image supply device and 
the recording device (paragraphs 43-44 & 47); 

determining a presence/absence and comparative merits of each of a plurality of 
functions of the image supply device and the recording device, after the establishment 
of the communication procedure (paragraphs 46, 49 & 50), wherein the plurality of 
functions include an operation controller for controlling a user interface of the recording 
(displaying the corresponding icons in figs. 7A & 7B); 

assigning the plurality of functions to the image supply device and the recording 
device based on the presence/absence and comparative merits of each of the plurality 
of functions determined in said determining step (paragraphs 46, 49 & 50); and 

transmitting/receiving image data and a communication command between the 
image supply device and the recording device based on the functions assigned in said 
assigning step, and performing a recording operation by using the recording device 
based on the image data supplied from the image supply device (paragraphs 52-54). 

Breidenbach, however, does not explicitly disclose the method wherein the 
image data is selected using the operation controller assigned in said assigning step. 

Tanaka discloses a recording system having a digital camera directly connected 
to a printer for transmitting specified image file wherein the specified image file is 
automatically printed by the printer (fig. 7 and S144-S146 of fig. 8). 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the digital camera of Breidenbach to include the function of selecting 
specific image file for automatic printing as taught by Tanaka. 

The suggestion/motivation for doing so would have been to provide the automatic 
printing upon detecting the capabilities of each device. 

Therefore, it would have been obvious to combine Breidenbach with Tanaka to 
obtain the invention as specified in claim 36. 

With respect to claim 35, arguments analogous to those presented for claim 36, 
are applicable. 

With respect to claim 37, Breidenbach teaches a control method according to 
claim 36, wherein the communication interface sets that the recording device is host 
and the image supply device is slave and said determining step and said assigning step 
are implemented by the recording device (paragraphs 49-54). Since the scanner/digital 
camera is adjusts its option based on the printer capability, the printer is acting as the 
host and the scanner/digital camera is acting as the slave. 

With respect to claim 38, Breidenbach teaches a control method according to 
claim 36, wherein the communication interface sets that the recording device is host 
and the image supply device is slave and said determining step and said assigning step 
are implemented by the image supply device (paragraph 49). 

With respect to claim 40, Breidenbach teaches a control method according to 
claim 36, wherein in said determining step, function information is received from a 
communication partner after the establishment of the communication procedure, and in 
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said assigning step, the plurality of functions are assigned based on the received 
function information (paragraph 50). 

With respect to claim 41, Breidenbach teaches a control method according to 
claim 36, wherein the plurality of functions include at least one of an image format 
supporting function, layout print function, date and file name print function, image 
correction function, fixed size print function, image clipping print function and print job 
format supporting function (paragraphs 52-56). 

9. Claim 48 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rissman 
as applied to claim 47 above, and further in view of Breidenbach. 

With respect to claim 48, Rissman discloses a printing device according to 
claim 47, but it does not explicitly disclose that said assignment means receives 
function information describing functions of the image supply device after the 
establishment of the communication procedure, and assigns functions based on the 
received function information. 

Breidenbach discloses a recording system including a printing device and a 
digital camera wherein the printing device and the digital camera exchange their 
capability information to enable the devices to dynamically configure and modify its 
capability and functionality based on the information exchanged (paragraphs 45-46). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the printing device of Rissman to receive the functionality information 
from the digital camera as taught by Breidenbach. 
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The suggestion/motivation for doing so would have been to dynamically 
configure and modify its capability and functionality based on the information 
exchanged. 

Therefore, it would have been obvious to combine Rissman with Breidenbach to 
obtain the invention as specified in claim 48. 

10. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rissman 
as applied to claim 55 above, and further in view of Breidenbach. 

With respect to claim 56, arguments analogous to those presented for claim 48, 
are applicable. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571 )272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CHAN S PARK/ 
Examiner, Art Unit 2625 

May 21, 2008 



